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Office Action Summary 


Application No. 


Applicant(s) 


Examiner 


Group Art Unit 





— T/ie MAILING DATE of this communication appears on the cover sheet beneath the correspondence address-^ 



Period for Response 

A SHORTENED STATUTORY PERIOD FOR RESPONSE IS SET TO EXPIREZZMGEIL 



.MONTH(S) FROM THE 



MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a response be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for response is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to respond within the set or extended period for response will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 



Status 

Responsive to communication(s) filed on 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 ; 453 O.G. 213. 



Disposition of Claims 

Claim(s) 



. is/are pending in the application. 



Of the above ciaim(s)- 

□ Claim(s) 

^CIaim(s) 

□ Claim(s) 

□ Claim(s) 



is/are withdrawn from consideration. 
. is/are allowed. 



is/are rejected. 
- is/are objected to. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review. PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 (a)-(d) 

□ Acknowledgment Is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



- are subject to restriction or election 
requirement. 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

*Certified copies not received: 

Attachment(s) 



□ Infomnation Disclosure Statement(s), PTO-1449, Paper No(s).- 

□ Notice of References Cited, PTO-892 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 



□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other 
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This communication is in response to amendment A with declaration filed 5-27-98 
and the supplemental response filed 6-29-98. 
Claims 1-24 are pending in the case. 

All 35 use statutes not cited in this case can be found cited in full in the previous Office 

action. 

The previous rejection of claims 1-12 and 14-18 under 35 USC 103 as being obvious over 
Woodard et al. (5,329,000) has been withdrawn in view of applicant's amendment to claim 1 that 
limited it to only organic solid supports. 

Claims 1-24 are rejected under 35 U.S.C. 112, first paragraph, because the best mode 
contemplated by the inventor has not been disclosed. Evidence of concealment of the best mode 
is based upon the facts that 1) applicant's working examples employs exclusively DNA/Dynabeads 
DNA Direct™; 2) applicant has not specifically taught how to prepare the superparamagnetic 
polystyrene beads called DNA/Dynabeads DNA Direct™ ; and 3) applicant has not specifically 
disclosed the composition of the "Washing Buffer" on page 4, line 1 of the product instructions 
("The Washing Buffer is a proprietary mix of salts in a colorless aqueous solution.") 

Assuming arguendo that the specification did enable the use of the DNA/Dynabeads DNA 
Direct™ for the purification of DNA, the enablement of the disclosure is not commensurate with 
the breadth of the claims that encompass "any and all organic solid supports". The artisan would 
find it incredible that any and all organic solid supports would bind DNA and permit elution of 
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DNA in view of applicant providing working examples using a single solid support, i.e. 
DNA/Dynabeads DNA Direct™ . 
No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Examiner Kunz, whose telephone number is (703) 308-4623. The examiner 
can normally be reached on Tuesday through Friday from 6:30 AM to 4:00 PM. The examiner 
can also be reached on alternate Mondays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner*s supervisor, 
Marion Knode, can be reached on (703) 308-43 11. The fax phone number for this Grroup is (703) 
308-4556. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-1235. 
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